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5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 50-57 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) IEI Claim(s) 58-61 are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/IVIail Date. 

3) ^ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 7/6^08 . 6) □ Other: . 



PTOL-T26'(Rev^'o8-0^^ 



Office Action Summary 



Part of Paper No./Mail Date 20080805 



Application/Control Number: 10/679,575 Page 2 

Art Unit: 2618 

DETAILED ACTION 
Response to Amendment 

1 . The amendment filed May 5, 2008 is objected to under 35 U.S.C. 132(a) 
because it introduces new matter into tine disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: 

2. In claims 50 and 54 recite " an apparatus comprising: a wireless telephone that 
includes an earpiece configured to be held against a user's ear and a microphone 
configured to be held near the user's mouth, for the user to conduct a wireless 
telephone conversation directly through telephone; and a headset that includes an 
earpiece and a microphone configured to be held near the user's mouth in place of the 
telephone's microphone, for the user to conduct a telephone conversation through the 
telephone by way of the headset." Such amendment to the claims introduces new 
matter in the disclosure of the invention because there is no support either in the 
drawings or in the specification as originally filed. 

Applicant is required to cancel the new matter in the reply to this Office action. 

Election/Restrictions 

3. Newly submitted claims 58-61 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: the newly 
submitted claims 58-61 are distinct from the invention originally claimed " a wireless 
telephone that includes a built-in antenna for transmitting and receiving wireless 
signals; and an external antenna removably attachable to the telephone for transmitting 



Application/Control Number: 10/679,575 
Art Unit: 2618 



Page 3 



and receiving tlie wireless signals;" such limitation "a built-in antenna" and "an external 
antenna removably attachable" are distinct or not related. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 58-61 withdrawn from consideration as 
being directed to a non-elected Invention. See 37 CFR 1 .142(b) and MPEP § 821 .03. 
Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 50-57 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lair et al( US 2007/0004464) in view of Philips et al (US 6,657,595). 

Claim 50,Lair teaches an apparatus (see figure la-lc) in which a wireless 
telephone that communicates with headset (108) [0027-0028] 

Lair teaches a wireless telephone that includes an earpiece configured to 
be held against a user's ear (1 10)and a microphone configured to be held near 
the user's mouth(1 10), for the user to conduct a wireless telephone conversation 
directly through telephone (see figure la-lc) in which a wireless telephone that 
communicates with headset (108) [0027-0028] that the headset (108) Is held 
against a user's ear and a microphone to be held near the user's mouth and 
conducts conversation through wireless device (102). 
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Lair teaches a headset that includes an earpiece configured to be held 
against a user's ear in place of the telephone's earpiece (110) and a 
microphone configured to be held near the user's mouth in place of the 
telephone's microphone,(1 10) for the user to conduct a telephone conversation 
through the telephone by way of the headset(see figure la-lc) in which a 
wireless telephone that communicates with headset (108) [0027-0028] that the 
headset (108) is held against a user's ear and a microphone to be held near the 
user's mouth and conducts conversation through wireless device (102). 

Lair does expressly not teach the telephone being configured to 
automatically adjust the power level of its output signal based on whether the 
telephone conversation is being conducted directly through the telephone. 

However, Philips, in similar field of endeavor, teaches the telephone being 
configured to automatically adjust the power level of its output signal based on 
whether the telephone conversation is being conducted directly through the 
telephone (see col.7, lines 37-58) in which the tuning system "conversation 
receiving" adjusts power level up or down based on the received signal strength. 

Use of a known technique to improve similar device (product) in the same 
way is to yield predictable result. 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify Lair in adjusting power level of wireless device, 
as disclosed by Philips , in order to protect the effect of SAR to the user brain. 

Lair and Philips disclose the claimed invention except for automatically. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to automatically adjust the power level, since it has been held that broadly providing a 
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mechanical or automatic means to replace manual activity which has accomplished the 
same result involves only routine skill in the art. In re Venner, 120 USPQ 192. 

Claims 51-53, Lair does not expressly teach the power level is adjusted 
during a single communication session maximum and minimum power level. 

Philips teaches the power level is adjusted during a single communication 
Session with maximum and minimum power level (see col.7, lines 37-58) in 
which the tuning system "conversation receiving" adjusts power level up or down 
based on the received signal strength. 

Use of a known technique to improve similar device (product) in the same 
way is to yield predictable result. 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify Lair in adjusting power level of wireless device, 
as disclosed by Philips , in order to protect the effect of SAR to the user brain. 

Claim 54, Lair teaches an apparatus (see figure la-lc) in which a wireless 
telephone that communicates with headset (108) [0027-0028] 

Lair teaches a wireless telephone that includes an earpiece configured to 
be held against a user's ear (1 10)and a microphone configured to be held near 
the user's mouth(1 10), for the user to conduct a wireless telephone conversation 
directly through telephone (see figure la-lc) in which a wireless telephone that 
communicates with headset (108) [0027-0028] that the headset (108) is held 
against a user's ear and a microphone to be held near the user's mouth and 
conducts conversation through wireless device (102). 

Lair teaches a headset that includes an earpiece configured to be held 
against a user's ear in place of the telephone's earpiece (110) and a 



Application/Control Number: 10/679,575 Page 6 

Art Unit: 2618 

microphone configured to be held near the user's mouth in place of the 
telephone's microphone,(1 10) for the user to conduct a telephone conversation 
through the telephone by way of the headset{see figure la-lc) in which a 
wireless telephone that communicates with headset (108) [0027-0028] that the 
headset (108) is held against a user's ear and a microphone to be held near the 
user's mouth and conducts conversation through wireless device (102). 

Lair does expressly not teach the telephone being configured to 
automatically adjust the power level of its output signal based on whether the 
telephone conversation is being conducted directly through the telephone. 

However, Philips, in similar field of endeavor, teaches the telephone being 
configured to automatically adjust the power level of its output signal based on 
whether the telephone conversation is being conducted directly through the 
telephone (see col.7, lines 37-58) in which the tuning system "conversation 
receiving" adjusts power level up or down based on the received signal strength. 

Use of a known technique to improve similar device (product) in the same 
way is to yield predictable result. 

It would have been obvious to one of ordinary skill in the art at the time of 

the invention was made to modify Lair in adjusting power level of wireless device, 

as disclosed by Philips , in order to protect the effect of SAR to the user brain. 

Lair and Philips disclose the claimed invention except for automatically. It would 

have been obvious to one having ordinary skill in the art at the time the invention was 

made to automatically adjust the power level, since it has been held that broadly 

providing a mechanical or automatic means to replace manual activity which has 

accomplished the same result involves only routine skill in the art. In re Venner, 120 

USPQ 192. 
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Claim 55-57, Lair does not expressly teach the power level is adjusted 
during a single communication session maximum and minimum power level. 

Philips teaches the power level is adjusted during a single communication 
Session with maximum and minimum power level (see col.7, lines 37-58) in 
which the tuning system "conversation receiving" adjusts power level up or down 
based on the received signal strength. 

Use of a known technique to improve similar device (product) in the same 
way is to yield predictable result. 

It would have been obvious to one of ordinary skill in the art at the time of 
the invention was made to modify Lair in adjusting power level of wireless device, 
as disclosed by Philips , in order to protect the effect of SAR to the user brain. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tilahun B. Gesesse whose telephone number is 571- 

272- 7879. The examiner can normally be reached on flex. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Anderson can be reached on 571-272-4177. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

August 7, 2008 Tilahun B Gesesse 

T.B.G Primary Examiner 

Art Unit 2618 
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